THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
Paper No. 16

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte RI CHARD B. ALLEN

Appeal No. 97-0925
Application No. 08/328, 159!

ON BRI EF

Bef ore CALVERT, ABRAMS, and NASE, Administrative Patent Judges.

NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1, 3, 5 through 9, 11 and 13 through 16,

which are all of the clainms pending in this application.

We REVERSE

! Application for patent filed Cctober 24, 1994. According
to the appellant, the application is a continuation of
Application No. 08/066, 788, filed May 24, 1993.
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BACKGROUND

The appellant's invention relates to an unbrella for use in
a stadium An understanding of the invention can be derived from
a reading of exenplary clains 1 and 9, which appear in the

appendi x to the appellant's brief.

The prior art reference of record relied upon by the
exam ner as evidence of anticipation under 35 U . S.C. 8§ 102(b) and
obvi ousness under 35 U.S.C. § 103 is:

Rowsey, Jr. 4,271, 604 June 9, 1981
( Rowsey)

Claims 1, 3, 5 through 9, 11 and 13 through 16 stand
rejected under 35 U.S.C. 8§ 112, first paragraph, as failing to

provi de an enabling disclosure.

Caims 1, 3, 5 through 9, 11 and 13 through 16 stand
rejected under 35 U.S.C. 8 112, as being indefinite for failing
to particularly point out and distinctly claimthe subject matter

whi ch the appellant regards as the invention.

Clains 1 and 9 stand rejected under 35 U.S.C. § 102(b) as

bei ng anti ci pated by Rowsey.
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Clainms 1, 5, 9 and 13 stand rejected under 35 U.S.C. § 103

as bei ng unpatentabl e over Rowsey.

Rat her than reiterate the conflicting viewoints advanced by
t he exam ner and the appell ant regardi ng the above-noted
rejections, we nmake reference to the final rejection (Paper No.
10, mailed April 24, 1996) and the exam ner's answer (Paper No.
13, mailed COctober 21, 1996) for the exam ner's conplete
reasoning in support of the rejections, and to the appellant's
brief (Paper No. 12, filed Septenber 23, 1996) for the

appel l ant's argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art reference, and to the respective
positions articul ated by the appellant and the examner. As a
consequence of our review, we nmake the determ nations which

foll ow

The enabl enent i ssue
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W will not sustain the examner's rejection of clains 1, 3,
5 through 9, 11 and 13 through 16 under 35 U . S.C. 8 112, first

par agraph, as failing to provide an enabling disclosure.

The test for enablenent is whether one skilled in the art
coul d make and use the clained invention fromthe discl osure
coupled with informati on known in the art w thout undue

experinmentation. See United States v. Telectronics, Inc., 857

F.2d 778, 785, 8 USPQ2d 1217, 1223 (Fed. Cir. 1988), cert.
denied, 109 S.Ct. 1954 (1989); In re Stephens, 529 F.2d 1343,

1345, 188 USPQ 659, 661 (CCPA 1976).

Thus, the dispositive issue is whether the appellant's
di scl osure, considering the level of ordinary skill in the art as
of the date of the appellant's application, would have enabl ed a
person of such skill to make and use the appellant’'s invention
w t hout undue experinentation. The threshold step in resolving
this issue is to determ ne whether the exam ner has net his
burden of proof by advanci ng acceptabl e reasoni ng i nconsi stent
wi th enabl enent. This the exam ner has not done. |In fact, the
exam ner has only pointed to claimlanguage that is unclear in

the examner's opinion. |If the |anguage of a claimis unclear,



Appeal No. 97-0925 Page 5
Application No. 08/328, 159

the rejection of such a claimlies under the second paragraph of
35 U S.C 8§ 112, not the first paragraph thereof. Accordingly,
we Wil treat the basis for this rejection as having been made
under the second paragraph of 35 U S.C. 8 112 in the next section
of this decision. Since the exam ner has not advanced any
reasoni ng i nconsi stent with enabl enent, we reverse the examner's
rejection of clainms 1, 3, 5 through 9, 11 and 13 through 16 under
35 U S.C § 112, first paragraph, as failing to provide an

enabl i ng di scl osure.

The i ndefiniteness issue

W will not sustain the examner's rejection of clains 1, 3,
5 through 9, 11 and 13 through 16 under 35 U . S.C. § 112, as being
indefinite for failing to particularly point out and distinctly
claimthe subject matter which the appellant regards as the

i nventi on.

The second paragraph of 35 U S.C. 8 112 requires clains to
set out and circunscribe a particular area with a reasonabl e

degree of precision and particularity. 1n re Johnson, 558 F.2d

1008, 1015, 194 USPQ 187, 193 (CCPA 1977). In making this
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determ nation, the definiteness of the | anguage enpl oyed in the
cl ai ms must be analyzed, not in a vacuum but always in |ight of
the teachings of the prior art and of the particular application
di sclosure as it would be interpreted by one possessing the

ordinary level of skill in the pertinent art. |d.

The exam ner's focus during exam nation of clains for
conpliance wth the requirenent for definiteness of 35 U S. C
8§ 112, second paragraph, is whether the clains neet the threshold
requi renents of clarity and precision, not whether nore suitable
| anguage or nodes of expression are available. Sone latitude in
t he manner of expression and the aptness of terns is permtted
even though the claimlanguage is not as preci se as the exam ner
m ght desire. |If the scope of the invention sought to be
patented cannot be determ ned fromthe | anguage of the clains
with a reasonabl e degree of certainty, a rejection of the clains

under 35 U.S.C. 8 112, second paragraph, is appropriate.

The exam ner's bases for this rejection are: (1) In claim1,
it is unclear what constitutes the edge of the ribs or the cover

or the cylindrical portion; (2) In claim9, it is unclear what
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t he conbi ned vertical dinension of the cover is; (3) In claim1,
the term"said cylindrical portion" |acks antecedent basis;

(4) Inclaiml, it is unclear to which preceding term(e.g.,
ribs, cover, cylindrical portion) the term"which" refers back
to; (5) In claiml, the phrase "the edge of which is parallel to
the axis of the center pole" is unclear as to where the edge is
being | ocated and which elenent's edge is being recited; and

(6) Inclaim9, there is no antecedent basis for "the conbi ned

vertical dinmension of the unbrella.™

For the reasons set forth by the appellant (brief, pp. 7-
11), we conclude that the clains are definite since the scope of
the clains woul d be reasonably ascertai nable by those skilled in
the art. Since the scope of the invention sought to be patented
can be determ ned fromthe | anguage of the clains with a
reasonabl e degree of certainty, the examner's rejection of
claims 1, 3, 5 through 9, 11 and 13 through 16 under 35 U.S. C.

8 112, second paragraph, is reversed.

The anticipation issue
W will not sustain the examner's rejection of clainms 1 and

9 under 35 U.S.C. §8 102(b) as being anticipated by Rowsey.
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To support a rejection of a claimunder 35 U S.C. §8 102(b),
it must be shown that each elenent of the claimis found, either
expressly described or under principles of inherency, in a single

prior art reference. See Kalman v. Kinberly-dark Corp., 713

F.2d 760, 772, 218 USPQ 781, 789 (Fed. Cr. 1983), cert. denied,

465 U.S. 1026 (1984).

Claiml is directed to an unbrella whose cover in the open
node assunes a cylindrical shape with a hem spherically shaped
top. Caim9 is directed to an unbrella which, when in the open
node, assunmes a shape wherein the | owernost portion is cylin-

drical and the uppernost portion is hem spherical or dome-shaped.

Rowsey di scl oses a portabl e planetarium having the shape,
structure, and utility of an extended unbrella while serving the
dual and nore inportant function of being an educational tool
usable to ascertain the | ocation of planets and stars throughout
the year. The planetariumincludes a frane having a
configuration defined by a frustrumof a cone with a
substantially hem spherical cap attached thereon. A pole is
aligned with the center axis of the frustrum of the cone and

extends through the top of the hem spherical cap, with the
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intersection of the pole and the top of the hem spherical cap
utilized as a reference point denoting the north star or Pol aris.
A covering is secured to the frame and a plurality of markings
are selectively applied to the covering using Polaris as the

reference point.

For the reasons set forth by the appellant (brief, pp. 4-6
and 14-17), we conclude that clains 1 and 9 are not antici pated
by Rowsey. W agree with the appellant that the clained
configuration (i.e., a cylindrical shape with a hem spherically
or done shaped top) does not "read on"2 Rowsey's configuration
(i.e., a frustrumof a cone shape with a hem spherically or donme
shaped top). Since each elenent of clains 1 and 9 is not found,
ei ther expressly described or under principles of inherency, in
Rowsey, the examner's rejection of clains 1 and 9 under

35 U S.C 8 102(b) is reversed.

2 The inquiry as to whether a reference anticipates a claim
must focus on what subject matter is enconpassed by the claimand
what subject matter is described by the reference. As set forth
by the court in Kalman v. Kinberly-dark Corp., 713 F.2d 760,

772, 218 USPQ 781, 789 (Fed. Cr. 1983), cert. denied, 465 U S
1026 (1984), it is only necessary for the clains to "'read on
sonething disclosed in the reference, i.e., all limtations of
the claimare found in the reference, or 'fully net' by it."
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The obvi ousness i ssue
W will not sustain the examner's rejection of clains 1, 5,

9 and 13 under 35 U.S.C. § 103 as being unpatentabl e over Rowsey.

Qbvi ousness i s established by presenting evidence that the
reference teachings woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references before
himto nake the proposed conbination or other nodification. See

In re Lintner, 9 F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 1972).

Furt hernmore, the conclusion that the clainmed subject matter is

prima facie obvious nust be supported by evidence, as shown by

sonme objective teaching in the prior art or by know edge
generally available to one of ordinary skill in the art that
woul d have | ed that individual to conbine the rel evant teachings
of the references to arrive at the clained invention. See In re
Fine, 837 F.2d 1071, 1074, 5 USPQ@d 1596, 1598 (Fed. Cir. 1988).
Rej ecti ons based on 8§ 103 nust rest on a factual basis with these
facts being interpreted w thout hindsight reconstruction of the
invention fromthe prior art. The exam ner may not, because of
doubt that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply

deficiencies in the factual basis for the rejection. See In re
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Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177 (CCPA 1967), cert.

deni ed, 389 U.S. 1057 (1968).

The examner in the rejection of clains 1, 5, 9 and 13 under
35 U S.C 8 103 determned (final rejection, pp. 3-4) that
it would have been obvious to one skilled in the art to

nmodi fy Rowsey's canopy by form ng the canopy into a
cylindrical shape.

For the reasons set forth by the appellant (brief, pp. 11-
17), we conclude that clains 1, 5, 9 and 13 are not obvi ous over
Rowsey. It is our view, after a careful review of the teachings
of Rowsey, that in searching for an incentive for nodifying the
shape of the planetarium unbrella of Rowsey, the exam ner has
i nperm ssibly drawn fromthe appellant's own teachings and fallen
victimto what our reviewi ng Court has called "the insidious
effect of a hindsight syndrome wherein that which only the

inventor taught is used against its teacher." W L. Gore &

Assoc. v. @Grlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 313

(Fed. Cir. 1983), cert. denied, 469 U S. 851 (1984). Since we

have determ ned that the subject matter of independent clains 1
and 9 would not have been suggested by the teachings of the

applied prior art, it follows that we will not sustain the
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exam ner's rejection of appeal ed i ndependent clains 1 and 9, or

clains 5 and 13 which depend therefrom under 35 U.S.C. § 103.
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CONCLUSI ON

To sunmari ze, the decision of the examner to reject clains
1, 3, 5 through 9, 11 and 13 through 16 under 35 U S.C. § 112,
first and second paragraphs, is reversed; the decision of the
exam ner to reject clains 1 and 9 under 35 U.S.C. § 102(b) is
reversed; and the decision of the examner to reject clains 1, 5,

9 and 13 under 35 U.S.C. 8 103 is reversed.

REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT

NEAL E. ABRAMS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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